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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. \ 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). \ 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any \ 
earned patent term adjustment. See 37 CFR 1 .704(b). \ 

Status \ 

1 )S Responsive to communication(s) filed on 15 March 2006 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K) Claim(s) f-70 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) S Claim(s) VA is/are allowed. 

6) IEl Claim(s) 5-70 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

£))□ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. , 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). . 
a)D All !>)□ Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. This action is responsive to communications: Amendment and RCE filed 03/15/2006. 

2. Claims 1-10 are pending in the case. Claims 1, 5, and 8 are independent claims. 

Continued Examination Under 37 CFR LI 14 

3. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 3/15/2006 has been entered. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 5-10 are rejected under 35 U.S.C. 112, second paragraph, as being incomplete for 
omitting essential structural cooperative relationships of elements, such omission amounting to a 
gap between the necessary structural connections. See MPEP § 2172.01 . The omitted structural 
cooperative relationships are: The script causing the processor to operate, as well as any 
interconnection between the . See the section on Allowable Subject Matter for how to correct 
this defect. 

Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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7. Claims 5-7 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

The claims are drawn to functional descriptive material NOT claimed as residing on a 
computer readable medium. MPEP 2106.IV.B.l(a) (Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are descriptive material per se and 
are not statutory because they are not capable of causing functional change in the computer." 

"Such claimed data structures do not define any structural or functional interrelationships between the data 
structure and other claimed aspects of the invention which permit the data structure's functionality to be 
realized." 

The claims, while defining a "computer program product", do not define a "computer- 
readable medium" and is thus non-statutory for that reasons. A computer program product can 
range from paper on which the program is written, to a program simply contemplated and 
memorized by a person. See the section below entitled "Allowable Subject Matter" for the 
Office's suggestion to over come this rejection. 

"In contrast, a claimed computer-readable medium encoded with the data structure defines structural and 
functional interrelationships between the data structure and the computer software and hardware components 
which permit the data structure's functionality to be realized, and is thus statutory." - MPEP 2106.IV.B.l(a) 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 5-10 are rejected under 35 U.S.C, 103(a) as being obvious over Bayeh. 
Regarding claim(s) 5-10, due to the missing interconnection between the product, script and 
processor, as explained above and below, the processor is merely operable to do the tasks 
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claimed, and therefore any processor is operable to accomplish them, such as the one taught by 
Bayeh (Fig. 1, 12). Bayeh teaches a script Bayeh teaches a script (servlet) for generating content 
to be included into a XML document (col. 10, 11. 46-58). As the script does not necessarily cause 
the processor to do anything, the contents of the script are merely non-functional descriptive 
data. This descriptive material will not distinguish the claimed invention from the prior art in 
terms of patentability, see//? re Gulack, 703 F.2d 1381, 1835, 217 USPQ 401, 404 (Fed. Cir. 
1983); In reLowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994). Therefore 
it would have been obvious to one of ordinary skill in the art at the time of the invention to 
provide any script because such data does not functionally relate to the steps in the method 
claimed and because subjective interpretation of the data does not patentably distinguish the 
claimed invention. 



Allowable Subject Matter 

1 0. Claims 1 -4 are allowed. 

11. Claims 5-10 would be allowable over the §101 and §103 rejection if the following 
changes drafted by the examiner were made 

Claim 5, line 1, replace "product" with "product including a computer 
readable medium having a script language stored therein" 
Claim 5, line 2: Delete "using a script language." 

Claim 5, line 6: Replace "script" with "script, the at least one script control 
statement causing the processor" 
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Claim 8, line 8, Replace "script" with "script, the at least one script control 
statement causing the processor" 
12. The following is a statement of reasons for the indication of allowable subject matter: 
The claims generally recite a version of a technology known as XML Server Pages. The earliest 
indication of this technology was the Mazzocchi reference, which has been over come by 
Applicant's Declaration under Rule 1.131. The current rejection has been over come by 
Applicant's amendment that the script generates both the first and second document. In the 
combination of Bayeh and Monday at best the first document would be generated by the second 
document, and therefore does not meet the limitations of the claim. Any comments considered 
necessary by applicant must be submitted no later than the payment of the issue fee and, to avoid 
processing delays, should preferably accompany the issue fee. Such submissions should be 
clearly labeled "Comments on Statement of Reasons for Allowance." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

i 

examiner should be directed to Adam M. Queler whose telephone number is (571) 272-4140. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free) 
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